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In re Application of: Ferguson et al. 

Examination of Application #09/766,615 

1. This communication is in response to the amendment received 29-December-2006. 
Claims 1,4 and 6-18 are pending in the application. 

Claim Rejections under 35 U.S.C. §112, 2nd Paragraph 

2. Claim 6 is rejected under 35 U.S.C. 112, second paragraph, as being vague for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The claim fails to distinctly claim: 1 ) configuring a central database to be able to 
implement the DNS data model: and 2) automatically provisioning the computer network 
according to the DNS model. The examiner respectfully notes that both of these features were 
deemed essential enough to be amended into claims 1 and 7, but were not amended into claim 
6. Also, the examiner respectfully disagrees with applicant's assertion (see Remarks) that the 
computer-readable set of instructions is also configured to provision a computer network, as the 
claim merely lists DNS domains and hosts entities, with no corresponding limitations directed to 
provisioning. 

Claim Rejections under 35 U.S.C. §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter or any new and useful improvement thereof, may obtain a patent therefore, 
subject to the conditions and requirements of this title. 

3.1 Claim 6 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The invention claims a computer-readable set of instructions 
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residing on a computer-readable medium for provisioning a computer network according to a 
DNS data model. 

3.2 This claimed subject matter lacks a practical application of a judicial exception (law of 
nature, abstract idea, naturally occurring article/phenomenon) since it fails to: 1) physically 
transform or reduce an article to a different state or thing; or 2) having the final result (not the 
steps) achieve or produce a: useful (specific, substantial, AND credible utility), concrete 
(assured, substantially repeatable/non-unpredictable), and tangible (real world/non-abstract, 
enabling usefulness to be realized) result. The Courts have found that subject matter that is not 
a practical application or use of an idea, a law of nature or a natural phenomenon is not 
patentable. As the Supreme Court has made clear, " [a]n idea of itself is not patentable," 
Rubber-Tip Pencil Co. v. Howard, 20 U.S. (1 Wall.) 498, 507 (1874); taking several abstract 
ideas and manipulating them together adds nothing to the basic equation. In re Warmerdam, 31 
USPQ2d 1754 (Fed. Cir. 1994). 

Specifically, the claimed subject matter does not produce a tangible result because the 
claimed subject matter fails to produce a result that is limited to having real world value rather 
than a result that may be interpreted to be abstract in nature as, for example, a thought, a 
computation, or manipulated data. More specifically, the claimed subject matter provides for 
DNS hosts entities representing various DNS hosts connected to the network with which the 
DNS domains represented by the DNS domains entities are associated. This produced result 
remains in the abstract and, thus, fails to achieve the required status of having real world value, 
because: 



I 
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**>Descriptive material can be characterized as either 'functional descriptive material" 01 
'Nonfunctional descriptive material/' In this context, 'functional descriptive material" 
c onsists of data structures and computer programs which impart functionality when 
employed as a computer component. (The definition of "data structure" is "a physical or 
logical relationship among data elements, designed to support specific data manipulation 
functions." The New IEEE Standard Dictionary of Electrical and Electronics Terms-308 
(5th ed. 1993).) * "Nonfunctional descriptive material" includes but is not limited to music, 
literary works, and a compilation or mere arrangement of data. 

In view of the aforementioned requirement, the Examiner respectfully contends that the claim 
language of claim 6 does not claim a practical application with a tangible result, that language 
claiming a computer-readable medium having instructions for listing DNS domains and hosts 
entities, with no corresponding limitations directed to provisioning a computer network according 
to a DNS data model. The medium holding instructions is determined to recite data embodied 
on a computer-readable medium. However, the data does not impart functionality to either the 
data as claimed or to the computer . As such, the claimed invention recites non-functional 
descriptive material, /.e., mere data. Non-functional descriptive material is merely carried on the 
medium, it is not structurally and functionally interrelated to the medium, and thereby does not 
manipulate, or execute, appropriate subject matter, and thus cannot constitute a statutory 
process (MPEP Section 21 06). 



Allowed Claims 

4. Claims 1 , 4 and 6-1 8 are deemed allowable over the prior art of record at this time, 
pending resolution of any rejections noted above, because the prior art does not specifically 
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teach provisioning a computer network according to a DNS data model in the manner of the 
presently claimed invention. 



Response Guidelines 



5. A shortened statutory period for response to this action is set to expire 3 (three) months 
and 0 (zero) days from the date of this letter. Failure to respond within the period for response 
will cause the application to become abandoned (see MPEP 710.02, 710.02(b)). 

5.1 Any response to the Examiner in regard to this non-final action should be 



directed to: 



mailed to: 



Russell Frejd, telephone number (571) 272-3779, Monday-Friday 
from 0530 to 1400 ET, or the examiner's supervisor, Kamini Shah, 
telephone number (571 ) 272-2279. Inquires of a general nature or 
relating to the status of this application should be directed to the TC2100 
Group Receptionist (571) 272-2100. 

Commissioner of Patents and Trademarks 
P.O. Box 1450, Alexandria, VA 22313-1450 



or faxed to: (571 ) 273-8300 

Hand-delivered responses should be brought to the Customer Service Window, Randolph 
Building, 401 Dulany Street, Alexandria, VA, 22314. 



Date: 30-March-2007 £u««/. h2£Cj>^ 



RUSSELL FREJD 
PRIMARY EXAMINER 



